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DETAILED ACTION 
Status of the Application 

This Office Action is in response to applicant's arguments filed on 3/17/2006. 
Claims 8-1 1 have been withdrawn. Claim 1 has been amended. Claims 1-7 are 
pending and are examined herein. Applicant's arguments have been fully considered 
but found not persuasive. The 35 USC 103(a) rejection is repeated below and 
maintained for reasons of record. 

Claim Rejections - 35 USC § 103 

The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described 
as set forth in section 102 of this title, if the differences between the subject matter sought to 
be patented and the prior art are such that the subject matter as a whole would have been 
obvious at the time the invention was made to a person having ordinary skill in the art to which 
said subject matter pertains. Patentability shall not be negatived by the manner in which the 
invention was made. 

Claims 1-7 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Franke et al. (DD 299458, relying on 1 17CA:1 06200 as an English language abstract) in 
view of Wolthers et al. (DD 301726, relying on 120CA:99206 as an English language 
abstract), Hill et al. (USPN 6723349) and Fuchs et al. (USPN 4284645). 

Franke et al. teaches a detoxicant comprising 0.5-2.6M sodium; 10-60% of an 
amino alcohol, preferably dimethylaminoethanol; 0-20% of an alcohol; 20-80% of an 
alkylcaprolactam; and, optionally, benzene or cyclohexane. Alcohols, such as 
methanol, ethanol and propanol are disclosed. See page 1 , line 37 of the patent. It is 
noted that the addition of sodium to the composition will, necessarily, produce a sodium 
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alkoxide and/or a sodium aminoalkoxide. Franke et al. does not specifically teach the 
claimed compounds (i.e., a C2-C5 acid amide and/or a C2-C6 diamine). 

Wolthers et al. teaches a detoxicant comprising an alkali metal, such as sodium; 
an amino alcohol, such as aminoethanol; an alcohol, such as butanol; and a strongly 
polar solvent, such as DMSO. 

Hill et al. teaches a decontaminating composition comprising a solvent selected 
from, e.g., NMP and DMSO. 

Fuchs et al. teaches both NMP and DMSO to be known in the chemical art as 
strongly polar solvents. 

It would have been obvious to one of ordinary skill in the art at the time of the 
invention to substitute the alkylcaprolactam of Franke et al. with NMP (or a C4-C5 
lactam) because (1) alkylcaprolactam is a C6 lactam (acid amide); (2) NMP is a C3 
lactam; (3) absent unexpected properties, adjacent homologs are generally considered 
to be obvious, In re Hass, 141 F.2d 127, 60 USPQ 548 (CCPA 1944); In re Henze, 85 
USPQ 261 (CCPA 1950); (4) Wolthers et al. teaches that the solvent of a detoxicant 
comprising an amino alcohol, an alcohol and an alkali metal need only be strongly polar; 
(5) DMSO and NMP are both known in the art to be strongly polar; and (6) both NMP 
and DMSO are both known in the art to be useful as solvents of decontaminating 
agents. One would have been motivated to substitute the alkylcaprolactam of Franke et 
al. with NMP because of an expectation of similar success in preparing a detoxicant. 
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Response to Arguments 

Applicant argues that the ranges of each component is so different that the 
composition leads to different properties even though most ranges are encompassed in 
the prior art and at least all components meet at the limit. 

At the outset, Examiner respectfully reminds the Applicant that a composition and 
its properties are inseparable. Furthermore, it is obvious to optimize the ranges of a 
component in a composition where the general range is disclosed. 

"Products of identical chemical composition can not have mutual exclusive 
properties." Any properties exhibited by or benefits from are not given any patentable 
weight over the prior art provided the composition is inherent. A chemical composition 
and its properties are inseparable. Therefore, if the prior art teaches the identical 
chemical structure, the disclosed properties are necessarily present. In re Spada, 91 1 
F.2d 705, 709, 15 USPQ 1655, 1658 (Fed. Cir. 1990). See MPEP 2112.01. The 
burden is shifted to the applicant to show that the prior art product does not inherently 
possess the same properties as the instantly claimed product. 

Generally, mere optimization of ranges will not support the patentability of subject 
matter encompassed by the prior art unless there is evidence indicating such 
concentration or temperature is critical. "When the general conditions of a claim are 
disclosed in the prior art, it is not inventive to discover the optimal or workable ranges by 
routine experimentation. In re Alter, 220 F.2d 454, 456, 105 USPQ 233, 235 (CCPA 
1955); see also In re Peterson, 315 F. 3d at 1330, 65 USPQ 2d at 1382 "The normal 
desire of scientists or artisans to improve upon what is already generally known 
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provides the motivation to determine where in a disclosed set of percentage ranges is 
the optimum combination of percentages." MPEP 21 14.04. 

Applicant also argues surprising results for a decontaminating fluid that is mild on the 
substrate. The burden is shifted to Applicant to show clear and convincing factual evidence of 
nonobviousness or unexpected results, i.e., side-by-side comparison with the closest prior art 
in support of nonobviousness for the instant claimed invention over the prior art. For the above 
stated reasons, said claims are properly rejected under 35 U.S.C. 103(a). Therefore, said 
rejections are adhered to. 

Applicant continues to argue that replacing a component of the instant invention with "a 
polar solvent like DMSO would result in a drastic decrease in decontamination efficiency or, 
put another way, would require a completely different balancing of the various ingredients of a 
decontamination liquid in order to make it efficient." 

Optimization of the various components of a composition when the general range is 
disclosed is as discussed above. More importantly, DMSO was merely used in the rejection as 
a nexus to substitute NMP for DMSO in a detoxicant composition because both are disclosed 
to be polar solvents. Thus, the motivation is because of the art equivalency of both solvents. 

Finally, Applicant argues that the intended use is not concurrent with the instant 
invention, specifically referring to the referenced invention being far too aggressive to be 
applied to the skin of a living organism. Examiner respectfully points out the fact that the 
intended use or preamble of a composition is given little patentable weight. 

It is respectfully pointed out that a recitation of the intended use of the claimed 
invention must result in a structural difference between the claimed invention and the 
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prior art in order to patentably distinguish from each other. If the prior art structure is 
capable of performing the intended use, then it meets the claim. In a claim drawn to a 
process of making, the intended use must result in a manipulative difference as 
compared to the prior art. See In re Casey, 152 USPQ 235 (CCPA 1967) and In re 
Otto, 136 USPQ 458, 459 (CCPA 1963). Thus, the intended use of a composition claim 
will be given no patentable weight. 

It is further respectfully pointed out that a preamble is generally not accorded any 
patentable weight where it merely recites the purpose of a process or the intended use 
of a structure, and where the body of the claim does not depend on the preamble for 
completeness but, instead, the process steps or structural limitations are able to stand 
alone. See In re Hirao, 535 F.2d 67, 190 USPQ 15 (CCPA 1976) and Kropa v. Robie, 
187 F.2d 150, 152, 88 USPQ 478, 481 (CCPA 1951). See MPEP 2111.02. 

Conclusion 

THIS ACTION IS MADE FINAL. Applicant is reminded of the extension of time 
policy as set forth in 37 CFR 1.136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within 
TWO MONTHS of the mailing date of this final action and the advisory action is not 
mailed until after the end of the THREE-MONTH shortened statutory period, then the 
shortened statutory period will expire on the date the advisory action is mailed, and any 
extension fee pursuant to 37 CFR 1.136(a) will be calculated from the mailing date of 
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the advisory action. In no event, however, will the statutory period for reply expire later 
than SIX MONTHS from the mailing date of this final action. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Yong S. Chong whose telephone number is (571)-272- 
8513. The examiner can normally be reached on M-F, 9-6. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, SREENI PADMANABHAN can be reached on (571)-272-0629. The fax 
phone number for the organization where this application or proceeding is assigned is 
(571)-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). 
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